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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-5 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In determining whether the claimed subject matter is statutory under 35 U.S.C. 
101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel 
Communications, Inc., 172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 
1 999); State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1 368, 
1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful 
arts" when it is a machine, manufacture, process or composition of matter, which 
produces a concrete, tangible, and useful result. The fundamental test for patent 
eligibility is thus to determine whether the claimed invention produces a "useful, 
concrete and tangible result". The test for practical application as applied by the 
examiner involves the determination of the following factors": 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner 
look at the claimed invention as a whole and compare any asserted utility with the 
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claimed invention to determine whether the asserted utility is accomplished. Applying 
utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1994), the examiner will determine whether there is simply a mathematical 
construct claimed, such as a disembodied data structure and method of making it. If so, 
the claim involves no more than a manipulation of an abstract idea and therefore, is 
nonstatutory under 35 U.S.C. 101. In Warmerdam the abstract idea of a data structure 
became capable of producing a useful result when it was fixed in a tangible medium, 
which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be assured. An 
appropriate rejection under 35 U.S.C. 101 should be accompanied by a lack of 
enablement rejection, because the invention cannot operate as intended without undue 
experimentation. 

The claims, as currently recited, appear to be directed to nothing more than a 
series of steps including determining and arranging information, such as advertising 
information, without any tangible result and are, therefore, deemed to be non-statutory. 
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While this information may be concrete and/or useful, there does not appear to be any 
tangible result. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 3 recites the following limitation "wherein the advertising is provided to the 
user device via a communication network and is provided to the user ..." which is 
confusing. The step of "providing" is not positively claimed. Therefore, it is not clear 
should the recited limitation be given patentable weight. 

Claim 4 recites the following limitation "wherein said arranging comprises 
displaying a graphical advertisement to the user" which is confusing. The step of 
"displaying" is not positively claimed. Therefore, it is not clear should the recited 
limitation be given patentable weight. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5-7, 10-12 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Skillen etal. (US 6,098,065). 

Claim 1. Skillen et al. (Skillen) teaches a computer-implemented method for 
providing advertisements to the users, comprising: 

locally determining at a user device advertising information based on (i) 
contextual information associated with remote information being accessed by a user 
(col. 1, lines 39-49; col. 2, lines 35-39), and (ii) supplemental information associated 
with the user col. 3; lines 13-19); and arranging for the advertising information to be 
provided to the user (col. 1 , lines 39-49). 

Claim 2. Skillen teaches said method wherein the supplemental information is 
associated with at least one of: (i) geographic information, (ii) user device information, 
and (iii) other advertising information that has been provided to the user (col. 3, lines 13- 
19). 

Claim 5. Skillen teaches said method wherein the contextual information 
comprises a key word (col. 4, lines 12-13). 

System claims 6, 7 and 10 repeat the subject matter of method claims 1 , 2 and 
5 respectively, as a set of apparatus elements rather than a series of steps. As the 
underlying processes of claims 1 , 2 and 5 have been shown to be fully disclosed by the 
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teachings of Skillne in the above rejections of claims 1 , 2 and 5, it is readily apparent 
that the system disclosed by Skillen includes the apparatus to perform these functions. 
As such, these limitations are rejected for the same reasons given above for method 
claims 1, 2 and 5, and incorporated herein. 

Claims 11,12 and 15 are rejected on the same rationale as set forth above in 
Claims 1, 2 and 5. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 4, 8, 9, 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marsh et al. (US 6,876,974). 

Claim 3. Skillen teaches all the limitations of claim 3 including that the 
advertising information is provided to the user device via a communication network (col. 
3, lines 52-55). However, Skillen does not teach that said advertising information is 
provided to the user when the user device is not communicating via the communication 
network. 
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Marsh et al. (Marsh) teaches a computer-implemented method for providing 
advertisements to the users wherein advertisements are presented to users during 
periods of off-line activity (col. 7, lines 1-2). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Skillen to include that advertising information is provided 
to the user when the user device is not communicating via the communication network, 
as disclosed in Marsh, because it would advantageously allow to avoid the downloaded 
during the on-line access advertisements become "stale", thereby avoiding the risk of 
users being numbed or otherwise negatively affected by their advertising as a result of 
overexposure, as specifically taught by Marsh (col. 2, lines 52-60). 

Claim 4. Skillen teaches all the limitations of claim 4 except that said arranging 
comprises displaying a graphical advertisement to the user. 

Marsh teaches said method wherein graphical advertisements are displayed to 
the user (col. 6, line 7). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Skillen to include that said advertisements include 
graphical advertisements, as disclosed in Marsh, because it would advantageously 
allow to recognize said advertisements instantaneously, thereby increasing efficiency of 
advertising. 

System claims 8 and 9 repeat the subject matter of method claims 3 and 4 
respectively, as a set of apparatus elements rather than a series of steps. As the 
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underlying processes of claims 3 and 4 have been shown to be fully disclosed by the 
teachings of Skillne and Marsh in the above rejections of claims 3 and 4 it is readily 
apparent that the system disclosed by Skillen and Marsh includes the apparatus to 
perform these functions. As such, these limitations are rejected for the same reasons 
given above for method claims 3 and 4 and incorporated herein. 

Claims 13 and 14 are rejected on the same rationale as set forth above in 
Claims 3 and 4. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mila Airapetian whose telephone number is (571) 272- 
3202. The examiner can normally be reached on Monday-Friday 9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571) 272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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